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DETAILED ACTION 

Election/Restrictions 

1 . Applicant's election without traverse of group I (claims 24-40) in the reply filed on 
7/06/2009 is acknowledged. 

2. No claims are withdrawn as applicant has canceled all claims to non-elected 
inventions. 



Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claims 26-30 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

5. Claim 27 recites the limitation "the solvent mixture" in line 2. There is insufficient 
antecedent basis for this limitation in the claim. Claim 26 limits the claim to "the solvent" 
and does not provide basis for "the solvent mixture". It is unclear if the applicant intends 
claim 26 to indicate that only one compound is being used as the solvent, and therefore 
claims 27-30 are a different embodiment (and should not be dependent on claim 26) or 
if claim 26 is indicating that the solvent or solvent mixture should contain ethanol, and 
that claim 27 should narrow this to say that the solvent mixture should further contain 
ethanol and water. 
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Claim Rejections - 35 USC § 103 
Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

8. Claims 24-36 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kierulff et al. (US 6,298,859) in view of Wochnowski et al. (US 3,265,209). 

9. Regarding claims 24-34, Kierulff et al. teach solvent extraction of tobacco leaves 
(including flue cured Virginia tobacco (i.e. Nicotiana tabacum), col. 20, lines 49-51) 
using 30-100% water and ethanol (col. 3, line 61 -col. 4, line 58) in amounts of 5-200 
times the weight of tobacco to be treated, at temperatures of 1 0-80° C for 5 minutes to 
24 hours (col. 5, 31-45). After the extract is separated from the tobacco reside (i.e. 
extracted tobacco leaves), further treatment such as drying is performed (col. 6, 11-12). 

1 0. Kierulff et al. do not expressly disclose elimination of the ribs. However, 
Wochnowski et al. disclose a method and apparatus for elimination of the ribs from the 
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tobacco. It would have been obvious to one of ordinary skill in the art at the time of 
invention to use the method and apparatus of Wochnowski et al. either before or after 
extraction process of Kierulff et al. in order to provide a lighter blend of tobacco particles 
for smoking articles. Wochnowski et al. disclose that the process is used to allow 
different mixtures of tobacco to be produced, "including lighter and/pr heavier particles 
of different specific weight, moisture contents, configuration, thickness, flexibility or 
other characteristics" (col. 1 , 46-49). It would have been obvious to one of ordinary skill 
that the rib portions have different characteristics as taught by Wochnowski et al. and 
could be separated by the method disclosed. 

1 1 . Regarding claim 35 and 36, Kierulff et al. disclose extraction treatment one time 
using the extraction solvent. 

12. Regarding claim 40, Kierulff et al. disclosing using Virginia tobacco. Virginia 
tobacco is also known as bright tobacco, therefore Kierulff et al. disclose treating the 
same starting material (see also DIMON tobacco glossary, "bright leaf). 

13. Claims 37-39 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Kierulff et al. (US 6,298,859) and Wochnowski et al. (US 3,265,209) as applied to claim 
24 above, in further view of Clapp et al. (US 4,941 ,484). 

14. Regarding claims 37, although Kierulff et al. teach that drying is performed (col. 
6, 11-1 2) after the extract is removed from the tobacco residue, the type of drying and 
conditions are not disclosed. Clapp et al. also do not disclose the particular drying 
technique used but indicate that after an extraction process: 
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1 5. It often is convenient to dry the treated tobacco residue prior to the time that the 
aqueous solution of extracted components is applied thereto. For example, the treated 
tobacco residue in the form of strip or cut filler, or which is reformed using a 
reconstitution process, can be dried to a moisture level of less than about 15 weight 
percent; and then the aqueous solution of extracted tobacco components can be 
applied thereto. As another example, a papermaking technique for providing 
reconstituted tobacco can be employed (i.e. the treated tobacco residue can be formed 
into a sheet, the treated tobacco extract can be sprayed onto the sheet and the resulting 
mixture is dried)... Manners and methods for drying the treated tobacco residue and the 
treated tobacco extract applied thereto will be apparent to the skilled artisan. Typically, 
the treated tobacco residue and treated extract combined therewith are dried to a 
moisture level of about 12 to about 13 weight percent for used as a smokable 
reconstituted tobacco material (col. 7, 6-30). 

16. Although Clapp et al. do not expressly disclose drying under vacuum, drying for 
36-48 hours, or drying at 35 C, it would have been obvious to use reduced pressure (i.e. 
vacuum), increased heat, or long time periods to dry wet material. These methods of 
drying are well known to one of ordinary skill (vacuum filtration), as well as lay people 
(for instance drying laundered clothing with heat (clothes dryer) or extended time (on a 
clothes line). It would have been obvious to one of ordinary skill to apply these well 
known methods to drying the tobacco because both Kierulff et al. and Clapp et al. teach 
the importance of drying, and one of ordinary skill would be aware that wet tobacco 
would not be useful in conventional end products (i.e. smoking articles). 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to MICHAEL J. FELTON whose telephone number is 
(571)272-4805. The examiner can normally be reached on Monday to Friday, 7:30 AM 
to 4:30 PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Phillip C. Tucker can be reached on 571-272-1095. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Michael J Felton/ 
Examiner, Art Unit 1791 



/Philip C Tucker/ 

Supervisory Patent Examiner, Art Unit 1791 



